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DETAILED ACTION 
Claim Rejections - 35 USC§112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. * 

2. Claims 1, 7, 8, 12, and 24 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
conply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. The claimed limitations of the above claims lack support in the original 
disclosure and are considered new matter (claims 1,8, 12, 24: the SCP including an identifier of 
a calling party and a voice mail message and a claim 7: a voice-mailbox). 
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Claim Rejections - 35 USC§102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1 (a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claim 7 is rejected under 35 U.S.C. 102(e) as being clearly anticipated by U.S. Patent 
Application Publication No. US 2002/0077082 by Cruickshank, hereinafter Cruickshank. 

Regarding claim 7, Cruickshank discloses a method of receiving voice mail and 
inherently providing voice mail information to a voice mailbox owner in which a calling party 
inherently places a telephone call by transmitting signaling information corresponding to a 
telephone number, and leaves a voice mail message (see Abstract; section 0006, lines 1-9; 
section 0019, lines 1-6; section 0020, lines 1-3), the method comprising: registering the voice 
mailbox owner using an instant messaging server (section 0015, lines 18-21; section 0028, lines 
1-5; section 0029, hnes 1-4); receiving from the calling party the signaling information 
corresponding to the telephone number; receiving from the calling party the voice mail message; 
storing the voice mail message in a voice mail storage memory (section 0006, lines 1-9; section 
0019, lines 1-6); inherently determining that the voice mailbox owner is a subscriber to a voice 
mail notification service (section 0029, lines 1-8); generating a voice mail alert message 
corresponding to the voice mail message, the voice mail alert message including the voice mail 
message, and transmitting the voice mail alert message to an instant messaging server (section 
0028, line 1 - section 0029, line 18). 
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Claim Rejections - 35 USC§103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained thou^ the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. Claims 1-3, 5, 8-11, 12, 16, 17, 22, and 23 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Cruickshank in view of U.S. Patent Application Publication No. US 
2002/0076027 by Bemnan et al, hereinafter Bemnan. 

Regarding claim 1, Cruickshank discloses a method for alerting a called party of a 
voice mail from a calling party via a network comprising a telephone network (Fig. 1 , 1 08), a 
data network (Fig. 1, 1 12), and at least one gateway device or voice messaging server (Fig. 1, 
102) connected to both the telephone network and the data network, the method comprising: 
inherently receiving a first message from a telephone network at the at least one gateway device 
including an identifier of the calling party and the voice mail message (section 0006, lines 3-9); 
and providing a second message in an instant messaging format including the calling party 
identifier and the voice mail message to the called party via the data network (section 0029, lines 
1-18). 

Cruickshank does not disclose an SCP in the telephone network. 

Bemnan discloses a method for alerting a called party of a voice mail from a calling party 
via a network comprising a telephone network (Fig. 3, 14), a data network (Fig. 3, 14), and at 
least one gateway device or supervisory system (Fig. 3, 48) connected to both the telephone 
network and the data network, the method comprising: inherently receiving a message from a 
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SCP in the telephone network at the at least one gateway device including an identifier of the 
called party and receiving a first message including a voice mail message (section 0021, Unes 1- 
9; section 0035, line 1 - section 0036, line 17 section 0045, lines 1-16); and providing a second 
message in an instant messaging format including the called party identifier and the voice mail 
message to the called party via the data network (section 0042, lines 1-34; section 0044, lines 15- 
24; section 0045, lines 1-16; section 0047, lines 1-6). 

It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the method of Cruickshank to include a SCP as taught by Bemnan. One of 
ordinary skill in the art would have been lead to make such a modification since a SCP can be 
used to receive an identifier of the calling party (a user of the system) and a voice mail message 
of a called party, wherein the SCP is in the telephone network and provides the capabilities of 
voice message forwarding. 

Regarding claim 2, the method of claim 1, wherein Cruickshank further discloses the 
telephone network is a pubhc switched telephone network (Fig. 1, 108). 

Regarding claim 3, the method of claim 1, wherein Cruickshank further discloses the 
telephone network is a wireless telephone network (section 0015, lines 21-24). 

Regarding claim 5, the method of claim, 1, wherein Cruickshank further discloses 
providing the second message to the called party via the data network comprises providing the 
second message in an instant messaging format to a server (Fig. 1, 122) in the data network 
associated with the called party; and the server forwarding the second message in an instant 
messaging format to a user terminal of the called party (Fig. 1, 1 14B) (section 0015, lines 18-21; 
section 0027, lines 1-10; section 0029, lines 1-18). 



Application/Control Number: 1 0/083,792 Page 6 

Art Unit: 2645 

Regarding claim 22, the method of claim 1 , wherein Bemnan further discloses the first 
message is inherently an SS7 message (section 0019, line 1 - section 0021, line 9), wherein SS7 
is a protocol using a system of nodes including: SSP and SCP. 

Regarding claim 23, the method of claim 1, wherein Cruickshank further discloses 
inherently determining if the called party is a subscriber to a voice mail notification service 
before providing the second message (section 0029, hnes 1-8). 

Regarding claims 12, 16, and 17, please see the rejection to claims 1, 5, and 5 above, 
respectively, to reject the system in claims 12, 16, and 17. 

Regarding claim 8, Cruickshank discloses a method for providing voice mail indication 
to a user in a system comprising a data network (Fig. 1,112) and a telephone network (Fig. 1, 
108), the method comprising: inherently receiving via the telephone network a voice mail for the 
user (section 0006, lines 3-9); storing the voice mail in the voice messaging server (Fig. 1, 102); 
sending a message fi-om the voice messaging server to a server or HTTP Server (Fig. 1, 116) 
connected to the data network, the message including the voice mail; and storing the voice mail 
in a database or Instant Messaging Network (Fig. 1, 122) in the data network (section 0026, lines 
1-23; section 0029, lines 1-18). 

Cruickshank does not disclose storing the voice mail in the telephone network and a SCP. 

Brennan discloses a method for providing voice mail indication to a user in a system 
comprising a telephone network (see Fig. 1, 14), the method comprising: receiving via the 
telephone network a voice mail for the user; storing the voice mail in the telephone network (); 
sending the called party identifier from a SCP in the telephone network and sending the voice 
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mail to a server or supervisory system (Fig. 1, 20); and storing the voice mail in the telephone 
network (section 0019, line 1 - section 0021, line 9; section 0026, hne 1 - section 0028, Une 22). 

It would have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the method of Cruickshank to include storing the voice mail in the 
telephone network and a SCP as taught by Brennan, One of ordinary skill in the art would have 
been lead to make such a modification since storing the voice mail in the telephone network does 
not require a gateway device. A SCP (as disclosed in Bemnan) can be used to receive an 
identifier of the calling party (a user of the system) and a voice mail message of a called party, 
wherein the SCP is in the telephone network and provides the capabilities of voice message 
forwarding. 

Regarding claim 9, the method of claim 8 mentioned above, wherein Cruickshank further 
discloses: receiving a request from the user for accessing the voice mail (section 0025, lines 1- 
10; section 0032, lines 1-5). 

Regarding claim 10, the method of claim 8 mentioned above, wherein Cruickshank 
further discloses: receiving a request from the user for manipulating the status of the voice mail 
(section 0032, lines 5-32). 

Regarding claim 1 1, the method of claim 10 mentioned above, wherein Cruickshank 
further discloses manipulating the status of the voice mail further comprises connecting to the 
telephone network and changing the voice mail status based on the request (section 003 1, line 1 
- section 0032, line 32). 
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7. Claims 24-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over Bemnan in 
view of Cruickshank. 

Regarding claim 24, Bemnan discloses a system (Fig. 1,10) comprising: a voice interface 
server or supervisory system (SS) (Fig. 1, 20) connected to a voice network (Fig. 1, 14), and 
configured to communicate with a SCP (Fig. 1, 16) in the voice network inherently using SS7 
formatted messages (section 0019, line 1 - section 0021, line 9). Wherein, upon receipt of the 
voice mail in the voice network: the voice interface server receives a first message in SS7 
format, the first message including a calling party phone number and the voice mail and receives 
a called party number fi*om the SCP; the voice interface server sends the voice mail notification 
to the called party by sending a second message in IP format, the second message including the 
calling party phone number and the voice mail; and forwards the second message in IP format to 
the user terminal (section 0026, line 1 - section 0028, line 22). 

Bemnan does not disclose a data interface server and a voice mail notification server. 

Cruickshank discloses a data interface server or Instant Messaging Server (Fig. 1, 122) 
connected to a data network (Fig, 1 , 112), and configured to communicate with a user terminal 
(Fig. 1 , 1 14A) connected to the data network using IP formatted messages; a voice mail 
notification server or voice messaging server (Fig. 1, 102) connected to the data interface server, 
and configured to both determine when a called party receives a voice mail through the voice 
network and send a voice mail notification to the called party at the user terminal; wherein, upon 
receipt of the voice mail in the voice network: the voice messaging server receives a first 
message, the first message including a calling party phone number and the voice mail,; the voice 
messaging server sends the voice mail notification to the called party by sending a second 
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message in IP fomiat to the data interface server, the second message including the calling party 
phone number and the voice mail; and the data interface server forwards the second message in 
IP format to the user terminal (section 0006, hnes 3-9; section 0025, Unes 7-10; section 0029, 
lines 1-18). 

It v^ould have been obvious to one of the ordinary skill in the art at the time the invention 
was made to modify the system of Bemnan to include a data network and voice mail notification 
server as taught by Cruickshank. One of ordinary skill in the art would have been lead to make 
such a modification would utilize three servers to transfer a voice mail message in IP format to a 
terminal user. A SCP (as disclosed in Bemnan) can be used to receive an identifier of the calling 
party (a user of the system) and a voice mail message of a called party, wherein the SCP is in the 
telephone network and provides the capabilities of voice message forwarding. 

Regarding claim 25, the system of claim 24, wherein Cruickshank further discloses the 
second message is in an instant messaging format (section 0029, lines 1-18). 
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Response to Arguments 

8. Examiner acknowledges the cancellation of claims 4, 6, 13-15, and 18-21 in the RCE 
filed 12-8-2004, hereinafter RCE. 

9. Applicant's arguments, see RCE, with respect to the rejection(s)of claim(s) 1-3,5, 7-12, 
16, 17, and 22-25 have been folly considered and are persuasive. Therefore, the rejection has 
been withdrawn. However, upon forther consideration, a new ground(s) of rejection is made. 
Please see all rejections above. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to appUcant's 
disclosure: , 

• U.S. Patent No. 2001/0003202 by Mache et al disclose a system that enables a voice mail 
message to be transmitted as a unified instant message to a user 

1 1 . Any response to this action should be mailed to: 

Commissioner of Patents and Trademarks 
Washington, D.C. 20231 

Or faxed to: 

(703) 872-9314 (for formal communications intended for entry) 

Or caU: 

(703) 306-0377 (for customer service assistance) 

Hand-delivered responses should be brought to: Crystal Park II, 2121 Crystal Drive, Arlington, 
VA, Sixth Floor (Receptionist). 
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12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lisa Hashem whose telephone number is (703) 305-4302. The 
examiner can normally be reached on M-F 8:30-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Fan Tsang can be reached on (703) 305-4895. Any inquiry of a general nature or 
relating to the status of this application or proceeding should be directed to the Group 
receptionist whose telephone number is (703) 305-3900. 




Ih 

March 20, 2005 
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